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TRADEMARKS 

WHAT IS A TRADEMARK? 
A trademark is any word, phrase, symbol, design, sound, smell, color, product shape, group of letters or 
numbers, or combination of these, used by a company to identify its products and services and distinguish 
them from those of others. 
Trademarks are important and valuable assets for both businesses and consumers. A trademark (of a 
“mark”) is distinctive sign that allows a business to build public goodwill and brand reputation in the goods 
or services it sells.  
Marks also help consumers identify the source of goods and services and make informed choices based on 
their experiences. In fact, marks are also symbols of quality and prestige.  
Trade names are not the same as trademarks. Although many companies use trade names as their marks, 
trade names are corporate or business names. A trade name is the legal name of a company, the trademark 
is the symbol that distinguishes its products or services in the market.  

  Practical Note  

 
Many photographers make of their name their brand. However, many of them don’t know about the 
world of trademarks and fail to register them. By failing to register their trademark they take the risk of 
getting involved in expensive litigations to defend their rights.  
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WHAT IS THE DIFFERENCE BETWEEN TRADEMARKS, COPYRIGHT AND PATENTS? 
Trademarks, copyrights, and patents protect different types of intellectual property. A trademark typically 
protects brand names and logos used on goods and services. Copyright, on the other hand, protects the 
rights of authors regarding the use, display, reproduction, and economic exploitation of their works of 
authorship, like artistic or literary works. Finally, a patent protects the rights over an invention.  
For example, if you invent a new kind of blender, you would apply for a patent to protect the invention 
itself. You would apply to register a trademark to protect the brand name of the blender, and you might 
register a copyright for the TV commercial that you use to market the product. 

WHAT IS A DOMAIN NAME AND HOW IS IT PROTECTED?  
A domain name is an electronic address where consumer or third-parties find a business or an artist. A 
domain name, in turn, is comprised of: 

• A top-level domain, which can be: 
o A generic top-level domain or gTLD (such as .com, .net, or .org) 
o A country code top-level domain or ccTLD, the use of which is quite popular outside the 

United States (such as .ca for Canada or .uk for the United Kingdom) 
• A second-level domain or SLD (which in many instances includes a trademark of a business or 

organization) 
For example, for the website www.lego.com, the domain name is lego.com, the gTLD is .com, and the well-
known LEGO trademark is the SLD, which indicates to consumers that the website is associated with the 
LEGO brand.  
As opposed to trademarks, domain names are registered specifically in the United States. There are many 
registrars in and out of the US. Additionally, in contrasts with US trademarks the registration of the domain 
name is necessary to use and protect the domain.  
In regard to trademarks, a domain name is also important for businesses and artists, like photographers, 
especially because it help trademarks to become stronger. Many businesses opt to "over register" domain 
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names that correspond to their trademarks, usually including variations of their trademarks (together with 
generic or descriptive terms that correspond to their field of business), registering alternate spellings of 
their marks, or even registering common misspellings of their marks. 
The purpose of this is basically to discourage third parties from registering confusingly similar domain 
names or engaging in "typosquatting," which is a form of cybersquatting (creating sites under someone 
else's brand or copyright) that targets Internet users who incorrectly type a website address into their web 
browser. Over registering often makes sense, as domain name registrations are inexpensive, and certainly 
less expensive than being forced to take legal action against cybersquatters. In addition, this approach can 
help ensure that consumers who type the incorrect domain name will nevertheless be directed to the 
intended website. 

TYPES OF TRADEMARKS  

 
SPECIMENS AND EVIDENCE OF USE 
A specimen is a sample of your trademark as it is used in commerce. It is piece of evidence that allows the 
Examining Attorney of the USPTO to determine whether your trademark is being used in relation to the 
class or goods selected in the application for registration. A specimen must reflect the use of the trademark 
to promote, offer and distinguish your products in the market. Accordingly, it is real-life evidence of how 
you are actually using your trademark. The Specimen is what consumers see when they are considering 
whether to purchase the goods or services you provide in connection with your trademark.   

ARE YOU REQUIRED TO SUBMIT A SPECIMEN?  
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There are four bases to file a trademark application, if your application is based on “use in commerce” or 
“intent to use,” you are required to submit a specimen. On the other hand, if the application is based on a 
foreign application or registration, or the application is filed under the Madrid Protocol, the applicant is not 
required to submit a specimen in order to register the mark. However, all registrants are required to submit 
specimens at other required intervals to maintain their registrations.  

HOW MANY SPECIMENS DO I NEED?   
If you are planning to register the trademark in several classes, you are required to submit a specimen for 
each class of goods or services. If the specimens are not effective the USPTO examiner attorney will issue a 
Notice of Action and request additional evidence of use. Thus, it is the best to have the office review the 
specimen before filing them with the USPTO.   
 

 WHEN DO I SUBMIT A SPECIMEN?  

USE-IN-COMMERCE APPLICANTS  
In the case of “use-in commerce” applications, the applicant 
must include a specimen with the initial filing.   

 INTENT-TO-USE APPLICANTS  
In the case of an “intent-of-use” application, the applicant 
must submit a specimen before the application is approved 
for publication by filing an Amendment of Allege Use (AAU), 
or After the Applicant receives a Notice of Allowance 
(NOA), by filing a Statement of Use (SOU).   

 AFTER THE TRADEMARK HAS BEEN REGISTERED  
Once your trademark has been registered, you must submit a specimen and a Section 8 or 7 Affidavit or 
Declaration of Use. Our office offers this service, if you have questions or concerns, please contact us. These 
declarations are filed between the fifth and sixth year after the registration of the trademark, and then every 
ten years from the registration date, during that tenth year, twentieth year, and so on.   

 WHAT ARE THE REQUIREMENTS FOR AN ACCEPTABLE SPECIMEN?  
An acceptable specimen must:  

• Be a real example of how you use your trademark in commerce in providing your goods or 
services (not a mockup, printer’s proof, digitally altered image, rendering of intended 
packaging, or draft of a website that shows how your mark might appear).  

• Show your trademark used with the goods or services listed in your application.  
• Show your use of your trademark (not use by someone else, such as press releases sent 

exclusively to news media).  
• Be an appropriate type of specimen based on whether you have goods or services.   
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• Show your trademark used in a way that consumers would perceive it as a source indicator for 
the good or services.   

• For website screenshots, a specimen must include the URL and date you accessed or printed 
the webpage.  

COMMON REASONS WHY SPECIMENS ARE REFUSED   
• Your specimen does not show the trademark in your drawing.  
• Your specimen does not show trademark use with the goods or services in your application.  
• Your specimen does not show your own use of the trademark.  
• Your specimen is not in actual use in commerce.  
• Your specimen is not an appropriate type for your goods or services.  
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SOME EXAMPLES OF SPECIMENS 
Just Imagine to promote books for children  

  

  

LNDR to promote sports clothes  
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Just Do It (tag) to promote tennis  

 

 
 

RE ROUGH ENOUGH for wallets and bags 

 

 



 

G.A.M. Law Office P.C. – Copyright. All rights reserved. 2022 
ayala@gamlawoffice.com - 1(646) 3972396 - 115 E 23rd St 3rd Fl. 3 Suite 308 New York, NY 10010 

 
NOT JUST A BRAND. A LIFESTYLE. For sports clothing  

 

 

HOW ARE TRADEMARKS PROTECTED? 
Under US law, two basic requirements must be met for a trademark to be eligible for legal protection: it 
must be in use in commerce, and it must be distinctive. The Lanham Act provides federal protection 
for distinctive marks that are used in commerce.  See 15 U.S.C. §§ 1051 et seq.   
Although registration is not a prerequisite to federal trademark protection, registered marks enjoy 
significant advantages over unregistered marks. A federal trademark registration is obtained by filing an 
application, along with the requisite fee, with the U.S. Patent and Trademark Office (USPTO).  
An application may be filed on either the Principal Register or Supplemental Register and is 
examined/prosecuted in the USPTO by one of many staff trademark attorneys. If there are any grounds for 
refusing an application, the examiner will raise them in an Office Action. The examiner’s objections must 
be fully resolved or withdrawn for the application to proceed to publication. 
Once a Principal Register application is published, third parties may object to the application by filing a 
notice of opposition with the Trademark Trial and Appeal Board (TTAB). The application will proceed to 
registration if no opposition is filed or if an opposition is withdrawn or successfully defended. Supplemental 
Register applications proceed directly to registration once published. 
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THE EXAMINATION PROCESS 
The application is examined in the USPTO by one of many staff trademark attorneys. An examiner can 
reject the application on various grounds: 

• Likelihood of Confusion  
• Sound 
• Appearance 
• Meaning  
• Commercial Impression 
• Broad Description of Goods  
• Broad Description of Services 
• Merely Descriptive 
• Primarily Geographically Descriptive 
• Primarily Geographically Deceptively Misdescriptive  
• Primarily Merely a Surname 
• Ornamentation 
• Failure to include a disclaimer 
• Lack of a good Specimen 

The application proceeds to registration only if the examiner approves the application. Note, however, that 
a Principal Register application must be published for opposition following the examiner's approval and 
proceeds to registration only if: 

• No one files an opposition proceeding –or– 
 

• An opposition is filed but is withdrawn or successfully defended. 
If the application is filed on the base of an intent to use, it proceeds 
to registration only after proof of use is filed. Otherwise, the 
application proceeds to registration promptly after it is published and 
not opposed. Registrations that are successful provide useful 
trademark protection that goes beyond the protection afforded by 
common law rights derived from the mere use of the mark.   

IS THE MARK REGISTRABLE? 
Marks must be distinctive to be registered on the Principal Register, 
either inherently or through acquired distinctiveness. Acquired 

distinctiveness exists for marks that have become well known to consumers. In this case, the application 
must be supported with strong evidence. Marks that do not meet the necessary level of distinctiveness will 
be rejected. 

• Arbitrary, fanciful, and suggestive marks are inherently distinctive.  
 

• Descriptive terms are not inherently distinctive but may acquire distinctiveness. Then, the 
might be registered on the Principal Register.  
 

• Generic terms are not distinctive and can never be registered.  
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DIFFICULT MARKS, RARELY REGISTRABLE 

GENERIC TERMS.  
Generic terms for the goods or services identified in an application are not distinctive and thus are never 
registrable.  

DESCRIPTIVE TERMS. 
Descriptive terms for the goods or services identified in an application, while not considered inherently 
distinctive, may be registered on the Principal Register if they have acquired distinctiveness. Otherwise, 
they are registrable on the Supplemental Register. Note, however, that suggestive terms that imply some 
information about the product or service, but which do not directly describe it are inherently distinctive and 
registrable on the Principal Register.  

GEOGRAPHICALLY DESCRIPTIVE TERMS.  
Geographically descriptive terms are terms that identify a place where the goods or services originate. These 
terms are not considered inherently distinctive but may register on the Principal Register upon acquiring 
distinctiveness. Otherwise, they are registrable on the Supplemental Register.  

SURNAMES. 
Surnames are generally not inherently distinctive but may acquire distinctiveness. If acquired 
distinctiveness is demonstrated this marks may be registered on the Principal Register. Otherwise, they are 
registrable on the Supplemental Register.  

DECEPTIVE TERMS.  
Deceptive terms are not registrable material.  

CERTAIN SLOGANS OR TAGLINES. 
Multi-word slogans or taglines may be rejected as insufficiently distinctive, even if they are not literally 
descriptive, if they consist of common phrases. 

CERTAIN LOGOS OR DESIGNS.  
Logos or designs consisting of simplified depictions of the product, or a product feature may be deemed 
descriptive. 

PRODUCT CONFIGURATIONS.  
Three-dimensional configurations of entire products are always deemed inherently nondistinctive and are 
only registrable on the Principal Register with proof that they have acquired distinctiveness.  

WILL THE APPLICATION BE BLOCKED BY PRIOR MARKS?  
During the examination process, the USPTO trademark attorney is required to perform a search of the 
USPTO database of existing registrations and pending applications for prior similar marks, or blocking 
citations, and to cite such marks as bars to registration of the applied-for mark.  
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The test is whether a typical purchaser is likely to be confused that the respective goods/services originate 
with or are sponsored by the same party, based mainly on: 

• Similarity of the marks in sound, sight, or meaning. 
• Degree of relatedness of the goods or services 
• The USPTO attorney only looks at information listed within the applications and registrations. 

The examining attorney does not consider real-world factors not identified in the USPTO 
filings, for instance: 

• That the marks are always used together with other marks. 
• That the products are actually sold in very narrow trade channels not stated in the application 

or registration. 
• That the mark owners use the respective marks in widely separated geographic areas. 

While these additional confusion-avoiding factors are considered by a court applying the likelihood of 
confusion test in a trademark infringement suit, they are not considered in the USPTO. Accordingly, a mark 
may be unavailable for registration, but available for use. 

TRADEMARK CLEARANCE SEARCHES 
To assess the likelihood that an application or registration will be cited against a client's proposed mark, 
and to also confirm that the mark is available for use without infringing prior rights of others, it is necessary 
to conduct trademark clearance search prior to filing an application.  
The search is designed to identify third-party trademarks, both common law and registered, that are 
identical or similar to the proposed trademark for the same or related goods and/or services. Conducting 
such searches can help avoid unnecessary costs, objections, and possibly lawsuits down the line by parties 
with similar or identical marks. 
There are two types of trademark clearance searches: 

• Preliminary (or knock-out) searches 
• Comprehensive searches 

PRELIMINARY SEARCHES 
A preliminary search, sometimes called a database or knock-out search, is an inexpensive search to disclose 
obvious blocks to use or registration of a mark. This type of search identifies identical or near-identical 
marks in a computer database of federal trademark applications and registrations. 
The database can be searched for all the following: 

• Words 
• Marks consisting of: 

o Letters 
o Numbers 
o Punctuation marks 
o Any combination of the above 
o Design matter (such as a logo featuring an alligator or a design of interlocking circles) 
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It is possible to search for designs because the USPTO assigns one or more numerical codes to each 
application or registration for design marks, or for a mark that contains a word and design, to identify the 
design matter in the mark.  
A skilled searcher can query the database by entering relevant design codes and Restricting the search 
results. 

• International class number  
• Particular keywords in the goods or services list 

COMPREHENSIVE SEARCHES 
If a preliminary search yields no potential issues, then you should advise the client to proceed with a full 
and comprehensive search. A full search, includes a broad search of USPTO applications and registrations, 
as well as searches of: 

• State registrations  
• Trade names (i.e., company names and DBAs)  
• Domain names  
• Other common law mark sources 

Before proceeding with a full search, it is necessary to as much information as possible about the mark and 
how the proposed mark will be used given.  
REVIEW THE SEARCH REPORT AND DRAFT AN OPINION LETTER 

A search report is usually about 200–400 pages in length. The revie 
of the report allows to identify any references that could be 
confusingly similar to the client's proposed mark.  
THE LIKELIHOOD OF CONFUSION INQUIRY 
A number of factors are pertinent to the likelihood of confusion 
inquiry, including, but not limited to, the following: 
• The strength of the proposed mark 
• The degree of similarity between the respective marks 
• The degree of relatedness of the respective products/services 
• The sophistication of the relevant consumers 
• The channels of trade in which the products/services are sold or 
offered for sale 
• Whether the proposed mark will be used with another mark (such 
as a house mark) 
• Whether prior similar marks are: 
o Diluted (i.e., many prior similar marks coexist in a crowded field) 
o Inherently weak (e.g., marks with a prefix NUTRI for dietetic 
foods or DURA for durable products) 
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In evaluating search results, it is useful to know if the owner of a fairly close prior mark has policed its mark 
aggressively, such as by filing: 

• Opposition proceedings against applications for similar marks at the Trademark Trial and 
Appeal Board (TTAB)  

• Cancellation proceedings against registrations for similar marks at the TTAB  
• Lawsuits in federal court  
• Other legal research tools can identify reported or unreported cases in which a party sued 

for infringement of its mark, such as: 
• The print or online versions of Shepard's citations  
• The PACER database of federal civil actions (which can be queried for cases filed by 

particular parties under the trademark infringement code). 
In addition, conducting internet research about relevant references revealed in a search may help to assess 
the risk a reference may present. In some cases, it may be helpful to instruct an investigator to research a 
particular reference in order to learn more about whether, where, and how the mark is in use. 
It is also important to keep in mind that, since trademark rights can be derived from use without 
registration, there is no way to ensure that a search report will include every potentially conflicting mark. 
You should thus advise your client that it is possible that potentially conflicting marks may exist but may 
not be picked up in the search report, but that searches usually disclose the vast majority of such marks. 
CROWDED FIELD CONSIDERATIONS 
If there are many prior similar marks, they are only entitled to a narrow scope of protection and, as such, 
you might be able to avoid a blocking citation based on such marks (or remove a blocking citation by 
argument). At the same time, if a crowded field exists an applicant obtains a registration, the client's 
registration will likewise be weak and only entitled to a narrow scope of protection. Such a registration may 
be of little value and not worth the cost of obtaining it. 
TIMING / LENGTH OF USE CONSIDERATIONS 
If an applicant has not yet used its mark but intends to use the mark in U.S. commerce within the next 
several years, it may take advantage of the intent-to-use application. This allows an applicant to reserve a 
mark for future use in the United States, well prior to launch, while market research and product 
development are ongoing. The filing date is deemed the constructive first use date, giving the applicant an 
earlier date on which to rely for priority purposes. This locks in the applicant's rights at the time of filing 
(so long as the application matures to registration) in case there is an intervening filer or user between the 
time the applicant files and starts using its mark. 
An intent-to-use application will not mature to registration unless and until the mark is actually used in 
connection with commercial products or services in the United States and the applicant files proof of use—
including a specimen of use—in the USPTO.  
An applicant has until three years after the application is allowed (following publication) to prove use of the 
mark, provided that the applicant files an extension of that deadline every six months, and it usually takes 
roughly one year or more before an application is allowed. Thus, the average intent-to-use applicant will 
have about four years to prove use of the mark; otherwise, the application will be deemed abandoned.  
WILL THE MARK BE USED IN A TRADEMARK MANNER? 
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The USPTO will reject registration of a mark that is not used in a trademark manner. For example, the mark 
AJAX CORPORATION would be considered an unregistrable "trade name" if, in fact, that is the company 
name of the applicant and it appears on the required specimen of use only above the applicant's address. 
Terms used as model numbers or grade designations, usually following another trademark, are also 
considered unregistrable.  

OTHER NOTABLE EXAMPLES OF NON-TRADEMARK USE  
TITLES OF SINGLE WORKS OF AUTHORSHIP.  
Trademark registrations cannot be obtained for the names of single books, movies, or other works of 
authorship. However, the USPTO allows the titles of single video games and single mobile apps to be 
registered. Although the USPTO generally will not grant a trademark registration for the title of a single 
work, note that such a title can be protected under common law if it has acquired secondary meaning. 
Titles of a series of books or movies, however, such as STAR WARS, are eligible for trademark registration. 
Similarly, titles of continuing television shows, such as THE BIG BANG THEORY, are considered service 
marks for a type of entertainment service and are eligible for registration.  
ORNAMENTAL MATTER.  
Marks which constitute a prominent part of a product, such as words on a bumper sticker or a design or 
phrase prominently printed on the front of a T-shirt, may be rejected on grounds that they are "merely 
ornamental," rather than trademarks.  
To the great relief of the licensing industry, however, a prominent logo or word mark on a T-shirt, cap, lunch 
box, or on other typical licensing products usually is considered a trademark if the mark is already in use or 
is registered as a mark for some other product or service such that consumers already perceive it as a mark.  

WILL THE APPLICATION PROVOKE A CLAIM?  
Filing a trademark application puts the world on notice that the applicant is using or intends to use a mark 
on specific goods and/or services and may put the applicant at risk of a third-party claim.  
Because a registration creates nationwide rights, many prior owners view another party's application for a 
similar mark as particularly threatening, even though the prior owner might not try to police every small 
use. 
A prior owner may request that the applicant withdraw the application or even object to the applicant's use 
(not just registration) of the mark. Indeed, there are trademark watching services that review all of the 
applications filed and published for opposition in the USPTO and generate watch notices of potentially 
conflicting applications for their subscribers. Thus, filing an application may wake a sleeping dragon. 
By contrast, a mark which is merely used, without an application, is much more difficult to detect and might 
not come to the attention of a prior trademark owner. A small or local user, who has no strong interest in 
obtaining a registration, might find it prudent to fly under the radar and not file an application for that 
reason, especially if a clearance search identified a prior party with a close registration. Prior parties with 
famous marks are especially likely to react aggressively. 
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BENEFITS OF TRADEMARK REGISTRATION  
Obtaining a U.S. federal trademark registration on the Principal 
Register provides numerous benefits for a trademark owner, 
including: 

NATIONWIDE EXCLUSIVE RIGHTS.  
A registration gives the owner the exclusive right to use the mark 
nationwide for the goods/services listed in the registration (absent a 
federal registration, trademark rights are limited to the geographic 
area in which the owner sells or distributes the products/services). 
15 U.S.C. §§ 1057(b) and 1115(a).  
If the owner actually uses the mark in a small geographic location (as 

opposed to nationwide), the owner will reap the benefit of a priority date calculated from the filing date of 
the application (rather than the actual later first use date of the mark in an expanded geographic area). 15 
U.S.C. § 1057(c). However, the owner might not be able to win an infringement suit until it actually sells in 
the infringer's geographic area. 

LEVERAGE IN DISPUTES.  
A registration makes demand letters to infringers and lawsuits against infringers more convincing. For 
guidance on demand letters and a sample letter, see Cease and Desist Letters in Trademark Disputes: 
Drafting the Letter and Cease and Desist Letter (Trademark Infringement). For an overview of federal 
trademark litigation, see Trademark Infringement and False Designation of Origin Claims, Remedies, and 
Defenses. 

EASIER ONLINE ENFORCEMENT.  
Similarly, owners of federal registrations have an easier time enforcing their rights over the Internet, 
including actions against cybersquatters and infringement on social media sites. For guidance on 
cybersquatting claims and domain name disputes, see Domain Name Disputes. For a sample cease and 
desist letter, see Domain Name Cease and Desist Letter. 

INCLUSION IN USPTO'S ONLINE DATABASE.  
Registered marks are included in the USPTO's online database, which makes the mark likelier to appear in 
search reports and deters third party adoption of a confusingly similar mark, and which also allows the 
USPTO to cite the mark as a bar against another party's application. See Will the Application Be Blocked by 
Prior Marks? above. 

CONSTRUCTIVE PRIORITY FOR INTENT-TO-USE APPLICATIONS.  
During the gap between the time an application is filed, and the time use begins, an intent-to-use 
application locks in rights to the mark at the time of filing, assuming that the application matures to 
registration (by preventing third parties from obtaining prior rights if they begin use or file an application 
after you have filed). 
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REGISTRATION SYMBOL.  
Having a registration allows you to use the federal trademark registration symbol (®) to deter copying (or 
the words “Registered in U.S. Patent and Trademark Office” or “Reg. U.S. Pat. & Tm. Off.”). 15 U.S.C. § 1111. 

COLLATERAL FOR SECURING LOANS.  
A registration can be used as collateral for securing a loan and also makes the mark more valuable and 
saleable. For guidance on trademark security interests and a sample agreement, see Perfection Outside 
Article 9: Vessels, Aircraft, Intellectual Property, and Life Insurance Policies and Trademark Security 
Agreement (Short Form). 

INCONTESTABILITY (AFTER FIVE YEARS).  
A trademark may become incontestable (i.e., immune to challenge on inherent registrability and some other 
grounds) if the mark has been used continuously for five years after registration and the owner files a claim 
to incontestability under Section 15 of the Lanham Act in the USPTO. 15 U.S.C. §§ 1065 and 1115(b). See 
Trademark Registrations: Maintenance and Renewal — Claim of Incontestability. 

CUSTOMS ENFORCEMENT.  
Under Customs regulations, 19 C.F.R. § 133, federal registration allows the owner to record the mark with 
U.S. Customs to help prevent the importation of any infringing or counterfeit goods from abroad (at least 
to the extent that Customs detects them and then seizes the goods). See Policing and Enforcing Trademarks 
— United States Customs and Border Protection. 

BASIS FOR FOREIGN REGISTRATION AND PRIORITY.  
A U.S. trademark application or registration can be used as a basis to obtain registration in many foreign 
countries, including possible earlier rights by claiming priority (if the U.S. application was the owner's first 
filing for the mark and the foreign application is filed within six months of the U.S. application). 
A federal trademark registration on the Supplemental Register (the register for inherently non-distinctive 
marks) also provides some limited benefits. Specifically, the owner of a Supplemental Registration can: 

• Use the trademark symbol “®” 
• Block another party's application for an identical or near identical mark.  

However, a Supplemental Registration is an acknowledgement that the mark is not inherently distinctive, 
and the mark is not protectable in a cancellation proceeding or in an infringement suit unless and until it 
acquires distinctiveness through long use.  

FEDERAL REGISTRATION CAN BE CONTRASTED WITH COMMON LAW PROTECTION 
AND STATE REGISTRATION. 

FEDERAL REGISTRATION VS. COMMON LAW PROTECTION 
A common law trademark is a mark that is in use in the United States but is not registered. Common law 
trademark owners have legitimate rights in their marks, as registration is not a requirement for ownership 
or protection in the United States. Under Section 43(a) of the Lanham Act, a common law trademark user 
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can sue for infringement. Prior use is also a basis for an opposition proceeding against an application in the 
USPTO. 
However, common law protection, in an infringement suit, is limited to the geographic area in which the 
mark is used (thus, a good faith user in a distant geographic area can develop its own independent rights in 
the same mark). A federal registration, by contrast, reserves nationwide rights in the mark and provides 
various other benefits, as discussed above. 

FEDERAL REGISTRATION VS. STATE REGISTRATION 
Trademark owners can obtain a federal registration and/or state registration(s) for their marks. State 
registration systems in the 50 states, the District of Columbia, and Puerto Rico coexist with the federal 
registration system. State registrations are usually obtained by filing an application with the appropriate 
office in the state government (typically in the Office of the Secretary of State) for a much smaller fee than 
with the USPTO. State registrations are granted with little or no examination. 
However, state registrations usually create no substantive rights beyond those created under the common 
law by use of the mark. A federal registration is thus generally far preferable, if available. There are 
situations, though, where having a state registration in addition to a federal registration provides material 
benefits. Furthermore, if a federal registration is unavailable (e.g., because the USPTO will not register 
marks for marijuana), obtaining a state registration (or a registration in a U.S. territory) is one way to make 
sure that the owner's mark appears in full search reports. 
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COPYRIGHT 
WHAT IS THE PURPOSE OF COPYRIGHT? 17 USC §102 

The basis for copyright protection for works of 
authorship comes directly from the U.S. Constitution. In 
consequence, the primary purpose of copyright is to 
promote arts and to reward authors, through the 
provision of property rights and the exclusive privilege of 
exploiting their works economically and making those 
works available to the public to enjoy.  
While copyright law is intended to serve the purpose of 
enriching the general public through access to creative 
work, it is worth noting that the copyright imposes no 
obligation upon creators to make their copyrighted works 
available. Accordingly, an unpublished work is also 
entitled to protection as a published works are.  
Copyright protects an author’s original works 
that have been fixed on any tangible medium of 

expression (e.g., pictorial and graphic works) 
It does NOT protect ideas, procedures, processes, systems, methods of operation, concepts, 
principles, or discoveries. 
 

WHO OWNS THE COPYRIGHT TO THE WORK? 
a) The author(s) of the work has the initial copyright in the work.  

 
b) The employer is considered the author and has the initial copyright of the work if the work is 

made for hire, unless parties agree otherwise in writing.  
 

c) The author has the copyright in a contribution to a collective work. The owner of the copyright 
in the collective work can only reproduce or distribute the contribution as part of the collective 
work. 

 
Any of the exclusive rights under copyright may be transferred and owned separately; 
the transfer must be recorded in writing 

SCOPE OF RIGHTS FOR VISUAL ART AUTHORS 
Under the copyright law, authors of visual art are entitled to several rights, including but not limited to: 

• Rights of attribution and integrity. 
o Claim authorship of the work 



 

G.A.M. Law Office P.C. – Copyright. All rights reserved. 2022 
ayala@gamlawoffice.com - 1(646) 3972396 - 115 E 23rd St 3rd Fl. 3 Suite 308 New York, NY 10010 

o Prevent the use of his/her name as author of work he/she did not create 
o Prevent the use of his/her name as author of his/her work if it has been 

distorted/modified/mutilated such that it would be prejudicial to the author’s reputation. 
o Prevent his/her work from being distorted/modified/mutilated such that it would be 

prejudicial to the author’s reputation. 
o Prevent his/her work from being destroyed, whether intentionally or grossly negligently, if 

the work is of recognized stature. 
 

• Co-authors of a joint work of visual art are co-owners to the rights of attribution and integrity. 
Exceptions: 

o If a work of art has been modified due to passage of time. 
o If a work of art has been modified as a result of conservation or of the public presentation, 

unless the modification was due to gross negligence. 

DURATION OF COPYRIGHT; 17 USC §302 
For works created on or after January 1, 1978, copyrights generally last until 70 years after the author’s 
death. 

WHY REGISTER A WORK BEFORE THE US COPYRIGHT OFFICE? 
In the first place, it is worth explaining that Registration is not a condition of copyright protection. However, 
registration greatly enhances the value of an author’s work. Moreover, there are several ways registration 
benefits an author. 

PUBLIC RECORD 
As a result of the copyright registration, a public record of copyright ownership is created. An author is a 
better position if he can protect his work demonstrating copyright ownership. Ownership is often at issue 
in disputes over copyright enforcement. Additionally, even if an alleged infringer is not claiming copyright 
ownership or authorship, it is the original author’s burden to prove that he is the rightful copyright owner.  
Additionally, by creating a public record of copyright ownership, an author protects his works against 
potential infringer. In the case of someone who is sophisticated enough to check copyright registrations, a 
public record demonstrating a claim of copyright may deter unlawful conduct. 

PRESUMPTION OF OWNERSHIP   
Courts have held that registration before, or within five years of, publication of a work establishes prima 
facie evidence of the validity of the copyright claim of an author and the facts stated in the registration 
certificate. In other words, copyright is presumed, and anyone challenging ownership will have the burden 
to demonstrate otherwise.  
This presumption can be particularly valuable when an infringer is causing serious, 
irreparable harm and the copyright owner needs an immediate court order directing the 
alleged infringer to stop its unlawful behavior. 
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THE ABILITY TO ENFORCE YOUR RIGHTS BY FILING A LAWSUIT FOR COPYRIGHT 
INFRINGEMENT  
One of the most valuable benefits of copyright registration is the ability of the author to file a lawsuit for 
copyright infringement. A copyright owner cannot file a lawsuit to enforce or protect its copyrights until the 
U.S. Copyright Office has issued a registration.  
It usually takes about seven months to issue a registration after an application is filed. However, it might 
sometimes take shorter if there is a basis to make a request to the Copyright Office. Although expedited 
consideration can be requested (at far more cost), that additional time can be extremely costly, especially 
when the infringer is causing serious harm. 

ELIGIBILITY FOR STATUTORY DAMAGES, ATTORNEY FEES, AND COSTS OF SUIT  
If an author acquires a copyright registration before infringement takes place (or within three months after 
publication of the work) the copyright owner may be eligible for an award of statutory damages. This means 
that, once copyright infringement is demonstrated, there might be no need to prove damages.  
This benefit can be extremely valuable, especially considering that, damages in a case of copyright 
infringement can often be difficult to prove.  

IN SUM…COPYRIGHT REGISTRATION  
• Creates a public record of the copyright. 
• The registration will be considered prima facie evidence if the registration occurs within 5 years of 

publication.  
• Creates the right to place a notice of copyright on publicly distributed copies of the work.  
• If notices of copyright are placed on those copies, the defendant will be unable to claim the defense 

of innocent infringement to mitigate damages during a copyright infringement lawsuit 
 

HOW TO REGISTER COPYRIGHT? 
The copyright owner or author of a work may register his copyright claim by meeting three requirements: 
payment of an application fee, filing of the application and deposit a copy of the work at the Copyright 
Office. 

REMEDIES FOR COPYRIGHT INFRINGEMENT 
A copyright infringer may be subject to both civil and criminal sanctions. Additionally, after obtaining 
copyright registration, a copyright owner may seek monetary damages and loss profits, attorneys’ fees, and 
an injunction.  
If an infringement is willful and “for purposes of commercial advantage or private financial gain,” or the 
infringement involves the willful reproduction or distribution of multiple copies with a value of more than 
$1,000 during a 180-day period, then the federal government may choose to bring a criminal copyright 
infringement case against the infringer. 
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HOW CAN PHOTOGRAPHERS PROTECT THEMSELVES? 
• Register the copyright of the work with the Copyright Office 
• After registration is complete, place a notice of copyright on publicly distributed copies 
• If publishing online: 

o Use watermarks for your work 
o Embed your copyright information into the image 
o Upload your work only to the image sharing websites with terms and conditions you agree 

with. 
o Consider posting at a lower-resolution, posting only part of the work. 
o Embedding multiple layers into your work that make it difficult to copy 
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G.A.M. Law Office P.C. offers a comprehensive portfolio 
of Legal Solutions. Our law firm prides itself of offering 
extensive advice to immigrants, entrepreneurs, and 
professionals of the creatives industries. 
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Our Firm 
G.A.M. Law Office is a boutique law firm where accomplishment is 
the center of everything we do. Our goal is to provide a service with 
the highest levels of ethics, professionalism, skill, and accountability. 
G.A.M. Law Office offers a comprehensive portfolio of Legal 
Solutions. Our law firm prides itself of offering extensive advice to 
immigrants, entrepreneurs and professionals of the creatives 
industries. 
Our firm’s commitment to quality service extends from our highly 
skilled attorneys to our experienced professional staff. By building 
relationships based on trust, communication, and responsiveness, 
we tailor our service to ensure our clients’ current needs are met 
while also anticipating their future needs… enabling them to 
accomplish more. 
We understand that hiring an attorney is a very important decision, 
for that reason, our first consultation is free. Don’t take these words 
for granted, call now! 
 

Featured on 
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Our values  
Integrity 
 To be honest, trustworthy, respectful, and ethical in our actions. To 
honor our commitments and to be accountable for our actions, 
successes, and failures. 
Client Focused 
To fully understand our clients’ requirements, challenges, 
objectives, and goals and to maximize the value of our services to our 
clients including safeguarding the security and confidentiality of 
their information. 
Understanding  
Client relationships are our lifeblood. By building long-term 
relationships, we become more knowledgeable of a client’s business 
and add greater value. 
Flexibility 
Our clients operate in a rapidly changing environment, which 
requires that we maintain flexibility in order to respond quickly and 
effectively. 
Community 
Our firm and our team members are dedicated individually and 
collectively to giving back to the communities we serve. 
Perseverance 
While some legal matters can be handled with a simple phone call or 
letter, others require more persistent communication and 
interaction, and sometimes litigation. We work to understand the 
difference and strive to take appropriate action to pursue your 
interests. 

 
 “If you are not making 

someone else’s life better, 
then you are wasting your 

time…” 
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What Our Clients Say! 
“Giselle helped us understand migratory law, corporative issues and 
answer a lot of questions we had about American law. Truly an 
amazing lawyer and a really kind person.” 
Juan Pacheco 
“We hired Giselle to research the Canadian, US and Colombian law to 
help us plan how to manage our assets in the long term. She provided 
a clear view on how the law of these three countries will apply to us 
and how it could impact our financial planning.” 
Julian 
“Giselle was instrumental in helping me review and improve my 
business’ template for contracting independent service providers. She 
provided lots of expertise, addressed every single question I had and 
ultimately allowed me to have a solid contract that I understand and 
can reliably use for years to come. Absolutely recommend!” 
Daniel 
“Being a complicated situation Giselle was able to keep me informed 
as towards the process and information that was required, very 
promptly She assured me as the process proceeded that we had time.” 
Winston  
“Giselle is a great professional who is here to help. Combining empathy 
and a high level of subject understanding, she’s able to find the right 
solution in your particular case.” 
Linda 
“She was very kind and knowledgeable, would highly recommend. She 
reached out quickly and her willingness to help was amazing.” 
Samantha 
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Our Team 
We understand that hiring an attorney is a critical decision. For that 
reason, we want you to feel comfortable. Instead of overwhelming you 
with legal jargon, we want you to know the law, plain and simple, so we 
can strategize and create a game plan. We see the attorney-client 
relationship as a two-way relationship, both working towards the same 
goal. Our first consultation is free. Don’t take these words for granted.  
Call now! 
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Meet our founder  
Giselle Ayala Mateus 
As an entrepreneur herself and an immigrant, Giselle knows 
precisely how to counsel clients and serve them with excellence. 
Giselle Ayala Mateus was born in 1991 in Bogotá – Colombia. Her 
mother is a district attorney in Colombia. Her father is a retired 
Colombian attorney and community health worker with Planned 
Parenthood in New York City. 
After finishing law school in Colombia and being admitted to practice 
law in this country, Giselle came to the United States to complete a 
Masters of Laws with the Brooklyn Law School. While being a single 
mom law school student in the U.S., Giselle completed her studies 
and a Business Law specialization. As part of her legal education in 
the U.S., Giselle worked with Good Counsel Services; a nonprofit 
organization focused on educating and empowering nonprofits and 
social entrepreneurs. 
New York – Immigration, Business and IP 
Attorney 
In 2018, Giselle created FOCUS, a not-for-profit project focused on 
supporting entrepreneurs and artists. Giselle has served as counsel 
and representative on issues related to the review and drafting of 
commercial contracts, creative developments, transfer of intangible 
rights, and business formation in the United States. Giselle has also 
performed as a leading attorney in adjustment of status processes, 
asylum applications, work visas, interviews with immigration 
officials, presentation, and foreign documents validation. 
Likewise, she has worked as a simultaneous interpreter for family 
processes, immigration, and application for public benefits. On 
March 27th, 2021, during the celebration of Latin Women, titled 
“Powerful Women”, Giselle was recognized by the New York State 
Assembly with a Certificate of Merit for Outstanding Achievement 
Entrepreneur. 
Dedicated to her clients and her law practice, Giselle is currently 
communicating to her audience via social media, Facebook, Youtube, 
Quora, and more. Her service-oriented approach has lead her to 
where she is now. Giselle is a current member of the New York State 
Bar (NYSBA), the American Immigration Lawyers Association 
(AILA), the FAME Center for Fashion, Art, Media & Entertainment 
Law of Cardozo Law School, and the American Intellectual Property 
Law Association. 
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Sara Mateus 
Sara Mateus graduated from Universidad Libre – Faculty of Law, in 
Bogotá – Colombia in1990, and very soon began her professional 
practice. She worked as a district attorney for more than 27 years 
and as a judge in 2018. Sara also holds a specialization in Public Law 
from Universidad Autónoma. 
While acting as a district attorney, Sara Mateus was involved in the 
investigation and prosecution of cases related to a wide range of 
crimes, including crimes against life and personal integrity, crimes 
against sexual freedom and integrity, crimes against the public 
administration, and crimes against the public faith. During her time 
in the Crimes against Public Faith Unit, Sara was involved in the 
investigation of adulterations, frauds, and falsehoods, involving 
individuals and businesses as the victim. 
Sara has performed as a professor of Criminal Law and Evidence 
Management. Currently, Sara is with G.A.M. Law Office as Executive 
Legal Consultant, in matters related to the protection of the rights of 
Latinos in the US. 
 
 
 

Francisco Ayala  
Francisco Ayala is a retired attorney from Colombia. Francisco went 
Universidad Libre and completed an specialization in Family and 
Criminal Law.   
In Colombia, he performed as a family attorney for more than 30 
years. Thereafter, he becaome to the United States to support her 
daughter on the law school path. Since 2015, Francisco became a 
public notary and a community health worker.  
Francisco support the work of G.A.M. Law Office as a paralegal, 
notary, and a continued voice of wisdom.  
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Meet our founder  
Lina Motoya  
Lina Montoya is a professional translator and Interpreter. She 
completed her Laguages studies in Universidad Nacional and a 
specialization in Philology at Universidad Rosario.  
Lina has perfomed as an official translator of all kind of documents, 
from wills and contracts to birth certificates and acamic records for 
more than 6 years.  
 
 
 
 
 
 

Omar Rodriguez  
Omar Rodriguez is an attorney licensed in Colombia. He is an 
attorney licensed to practice law in Colombia. He graduated from 
Jorge Tadeo Lozano University, with a postgraduate degree 
specialization in Computer Law and New Technologies from the 
Externado de Colombia University.  
He has performed as consultant and private advisor on matters of 
related to Copyright, Intellectual Property, Commercial and 
Corporate Law and Computer Law for technology-based 
entrepreneurs. 
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Practice Areas 
G.A.M. Law Office P.C. offers a comprehensive portfolio of 

Legal Solutions. Our law firm prides itself of offering 
extensive advice to immigrants, entrepreneurs, and 

professionals of the creatives industries. 
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 Our Practice Areas 

G.A.M. Law Office offers a comprehensive 

portfolio of Legal Solutions. Our law firm 

prides itself on offering extensive advice to 

immigrants, entrepreneurs, and 

professionals of the creatives industries. 

 

Immigration Law 
When it comes to obtaining legal status in the US, it can be very
confusing, ensuring accuracy and taking the right steps is critical 
to being approved. Considering this, the first step is to make an 
initial consultation with the office. 
 

Adjustment of 
Status 

Artists Visas 
Asylum Petition 
Business Visas 

Citizenship 
Company Transfers 

Visas 
Consular Petition 

DACA Petition 

 

Worker Residence 
Petition 

Investor Visas 
J Training Visas  
K-1 Fiancé Visa 
Naturalization 

Interview 
Naturalization 

Issues 

 

Notice of Intention 
to Deny 

Requests for 
Evidence  

Replace Citizenship 
Documents 

SIJS 
Translation of 

documents 

Business Law 
When you have a business problem that requires legal attention, 
you need a lawyer who understands business. You need a 
business attorney who realizes that a legal disagreement has the 
potential to destroy a company if not handled properly. 
At G.A.M. Law Office, our lawyers know how to guide you 
through any business conflict you are facing. 

Business Formation in the US 
Business Dissolution 

Commercial Agreements 

Non-for-profit Law 
Corporate Compliance 

Privacy Policy 
TOU 

 

Effective, Real, 
Professional 
Legal Solutions 
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 Creativity Law 

Protect your creations! Don’t wait for someone else to value 
them! At G.A.M. Law Office we can help you learn about your 
options. Our team of professionals can help you address several 
legal matters related to the protection of your works and the 
enforcement of your trademark rights. We Can Help You Protect 
Your Ideas & Profit From Them. 

Trademarks 

Cease and Desist 
Letters  

 

Copyright 

Licensing 
Agreements   

 

Trade Secrets  

Entertainment Law 

Estates Law 
Planning for tomorrow is as important as planning today. Don´t 
leave the problem to your loved ones leave the remembrance of 
your legacy.  
 
                 Estate Planning                                               Wills  
            Notarization of documents                               Trusts  

. . 
 

Effective, Real, 
Professional 
Legal Solutions 
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